IN THE UNITEB STATES PATENT AND TRADEMARK OFFICE 
In re Application of: 

Wenge XIE et aL Examiner: Raymond K. Covington 

Serial No, : 1 0/669,645 Group Art Unit: 1 625 

Filed: September 25, 2003 

Title: INDAZDLES, BENZOTHIAZOLES, AND BENZOISOTHIAZOLES, AND 
PREPARATION AND USES THEREOF 

APPLICATION FOR PATENT TERM ADJUSTMENT UNDER 37 CFR St705(b^ 

MAIL STOP ISSUE FEE 

Commissioner for Patents 

P,0, Box 1450 

Alexandria, VA 22313-1450 

Sir: 

In response to the Issue Notification received September 15, 2008, applicants hereby 
request reconsideration of the patent term adjustment determination. This request is being filed 
within two months from the date of receipt of the issue notification and before the issue date of 
the patent. Pursuant to 37 CFR §§ 1 .705(b)(1) and 1 ,18(e), attached herewith is a check in the 
amount of $200. 

Statement of Facts 

(a) Correct Patent Term Adjustment §§L705(b)(2)(i) 

The Notice of Allowance indicates that the Patent Term Adjustment for the instant 
application is a total of 665 days. The Issue Notification also indicates that the Patent Term 
Adjustment for the instant application is a total of 652 days. Applicants hereby submit that the 
correct Patent Term Adjustment for the instant application is 772 (665 days plus 107 days) 
because the patent will issue 107 days after June 15, 2008 (i.e.^ the date 4 months after the 
payment of the issue fee on February 15, 2008) and because applicants should not have been 
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assessed a delay of 120 days for the submission of a so-called "Information of Disclosure 
Statement" on January 23 ^ 2008, 

Applicants traverse the patent term adjustment delay of 120 days assessed against 
applicants for the PAIR entry: 1-23-2008 Information Disclosure Statement (IDS) filed. While 
the PAIR description for this document was listed as an Information Disclosvire Statement, the 
paper was in fact entitled Request for Complete Notice of Allowance (a copy of the January 23, 
2008 is document attached hereto). As indicated in the January 23, 2008, applicants were not 
submitting an Information Disclosure Statement, but instead were singly requesting that the 
Examiner provide applicants with a complete examiner-initialed copy of the Form PTO/SB/08A 
(attached to applicants' Information Disclosure Statement of June 9, 2006) that should have been 
issued by the Examiner with the Office Action of December 1 1, 2(K}6, 

In the forms attached to the Office Action of December 11, 2006, the Examiner 
incorrectly renumbered the pages of the Form PTO/SB/08A, ix., pages 2-3 were renumbered zs 
pages 1-2, respectively, and did not include an initially copy of page 1 of 3 of the Form 
PTO/SB/08A. The Patent GflTice has since agreed that such action by the Examiner was in error 
and on September 4, 2008 issued as Communication which an included an initialed copy of the 
page 1 of 3 of the Form PTO/SB/08A. 

Thuss the failure to issue an initialed copy of the page 1 of 3 of the Form PTO/SB/08A 
was an error committed by the USPTO, and not an error committed by the applicants. Further, 
the document filed January 23, 2008 was not an ^formation Disclosure Statement, but was a 
paper requesting that the USPTO correct its error (which it eventually did). 

(b) Relevant Dates §§L705(b)(2)(ii) 

The instant application was filed on September 25, 2003, The first Office Action 
(Restriction Requirement) was issued on August 21 , 2006. Pursuant to §1 .702 (a)(1) and 
§ 1.703(a)(1), this resulted in a delay by the USPTO of 601 days as set forth in the PAIR system. 

In addition, on July 6, 2007 applicants filed a Response to Non-Fina! Office Action 
issued June 1 1, 2007, The next document Issued by the USPTO was the Notice of Allowance 
was issued January 1 4, 2008, Pursuant to § L702 (a)(2) and § 1 .703(a)(2), this resulted in a delay 
by the USPTO of 69 days as set forth in the PAIR system. 
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Further, on February 15, 2008 applicants paid the issue fee. The patent will issue more 
than four months after the payment of the issue fee, i.e., on September 30, 2008. Pursixant to 
§ 1 .702 (a)(4) and § 1 .703(a)(6), this resulted in a delay by the USPTO of 1 07 days. 

To date, there have been no further delays pursuant to §L702 (a). To date, there have also 
been no further delays pursuant to § 1 ,702 (b)- § 1 .702 (e). Thus, the total delay by the USPTO 
was 777 days (601+69+107). 

Pursuant to §L704, the above-mentioned 777 delay was reduced by 5 days for the filing 
of a Response after non-Final Action on March 16, 2007. The March 16, 2007 Response was 
filed in response to the Office Action issued December 11, 2007, 

Additionally, as discussed above, the above-mentioned 5 day delay was improperly 
further increased by 120 days for the filing of the so-called "Information Disclosure Statement" 
on January 23, 2008, 

(c) Terminal Disclaimer §§L705(b)(2)(iii) 

The patent issuing from the instant application is not subject any terminal disclaimer. 

(d) Circumstances constituting a failure to engage in reasonable efforts §§L705(b)(2)(iv) 

As noted above, in the Patent Term adjustment, the delay assessed against the PTO was 
125 days. Applicants were assessed a delay of 5 days for the filing of a Response after non-Final 
Action on March 16, 2007, and a delay of 120 days for the submission of the so-called 
"Information Disclosure Statement" for the paper filed January 23, 2008, 

Applicants respectfully submit that the submission of January 23, 2008, was not a 
circumstance constituting a failure to engage in reasonable efforts to conclude processing or 
examination. As of the issue of Ihe Notice of Allowance, there were only two remaining 
outstanding requirements that needed to be satisfied. One requirement was for the applicants to 
pay the issue fee. The other requirement was for the USPTO to correctly issue a complete 
initialed copy of the Form PTO/SB/08A presented with applicants' Information Disclosure 
Statement of Jvme 9, 2006, 

By payment of the issue fee on February 15, 2008, applicants satisfied all their 
outstanding requirements (see §1 .703(a)(6)), The only remaning outstanding requirement was a 
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requirement imposed on the USPTO, not the applicants. The facts show that the USPTO should 
have issued a complete initialed copy of the Form PTO/SB/08A (presented with applicants' 
Information Disclosure Statement of June 9, 2006) with the Office Action of December 11, 2006. 
There were no errors in the applicants' Information Disclosure Statement of June 9, 2006, and 
thus there was no reason why the USPTO should have renumbered the 2 of the 3 pages of the 
Form PTO/SB/08A and only issue these two renumbered pages with the Office Action of 
December 11, 2006, The fact that this was a USPTO error is implicitly acknowledged by the 
USPTO in the Communication of September 4, 2008 which included an initialed copy of the 
page 1 of 3 of the Form PTO/SB/08A. 

Applicants should not be assessed a delay for courteously aiding the Examiner in 
completing the USPTO's requirements for examination. The delay in issuing the patent, after 
payment of the issue fee, was the direct result of an error by the USPTO. Applicants should not 
be assessed a delay as a direct result of a USPTO error. 

Conclusion 

For the reasons stated above, applicants respectfully request that the Patent Term 
Adjustment for the instant application be increased from 652 days to 777 days. 

Respectfully submitted, 
/Brion P. Heaney 

Brion P, Heaney Reg. No, 32,542 
Attorney/Agent for Applicant(s) 

MILLEN, WHITE, ZELANO 

& BRANIGAN, P,C. 
Arlington Courthouse Plaza 1, Suite 1400 
2200 Clarendon Boulevard 
Arlington, Virginia 22201 
Telephone: (703) 243-6333 
Facsimile: (703)243^6410 
Attorney Docket No.: MEMORY-33 
Date: September 30, 2008 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of: 
Wenge XIE et al. 
Serial No.: 10/669,645 
Filed: September 25, 2003 



ATTN: PATENT PUBLICATIONS 



Examiner: Raymond K. Covington 
Group Art Unit: 1625 
Allowed: January 14, 2008 



For: INDAZOLES, BENZOTHIAZOLES, AND BENZOISOTHIAZOLES, AMD PREPARATION AND USES 
THEREOF 



MAIL STOP ISSUE FEE 
Commissioner for Patents 
P.O. Box 1450 
Alexandria VA 22313^1450 

Sir: 

Attached is a copy of Applicants' 3-page Form PTO/SB/08A filed with the Information 
Disclosure Statement of June 16, 2004, as downloaded from the USPTO PAJ.R. system. Also 
attached is a copy of this form as returned by the examiner with the Office Action of December 
1 1, 2006, wherein it appears that the pages have been renumbered, and only two of the pages 
were returned with the examiner*s initials indicating the references cited therein were considered 
during the prosecution of the above-identified application. It is respectfully requested that a fiiUy 
examiner-initialed copy of Form PTO/SB/08A, including original Page 1 of 3 be returned to 



REQUEST FOR COMPLETE NOTICE OF ALLOWANCE 



applicants. 



Respectfully submitted, 




BrioiLEdSeaney^eg. No. 32,542) 
Attomey for Applicants 

MILLEN, WHITE, ZELANO & BRANIGAN, F.C. 
Arlington Courthouse Plaza I 
2200 Clarendon Blvd., Suite 1400 

Arlington, VA 22201 

Direct Dial: (703)812-5308 

Fax: (703)243-6410 

Memet address: heaney@mwzb,com 



BPH:aek 

Filed: January 23, 2008 
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